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1 . Claims 9-20 have been added. Claims 1-20 remain in the application. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 1-20 are rejected under 35 U.S.C. 1 12, first paragraph, as based on a disclosure 
which is not enabling. The two steps whereby the laser frequency of the first step compared to 
the second step is critical or essential to the practice of the invention, but not included in the 
claim(s) is not enabled by the disclosure. See In re Mayhew, 527 F.2d 1229, 188 USPQ 356 
(CCPA 1976). (see amended claims in PCT/JP03/04932) 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 2-15 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

The term "smaller" in claim 2 is a relative term which renders the claim indefinite. The 
term "smaller" is not defined by the claim, the specification does not provide a standard for 
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ascertaining the requisite degree, and one of ordinary skill in the art would not be reasonably 
apprised of the scope of the invention. The Examiner suggests reciting the "smaller value" to 
render the claim definite. 

Regarding claim 3, the term "the laser power" lacks antecedent basis. In addition, the 
phrase "and more" renders the claim indefinite as to what limitation the term "more" is defining. 

Regarding claims 4 and 5, the term "the temperature of the single-crystal substrate" lacks 
antecedent basis. 

Regarding claims 6-11, the term "the gas pressure" lacks antecedent basis. 
Regarding claims 12-15, the term "the atmosphere" lacks antecedent basis. 
Regarding claim 9, the claim is a duplicate of claim 6. Hence, the claim should be 
canceled. 



Claim Rejections - 35 USC § 102 



4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 
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Claims 1-2 are rejected under 35 U.S. C. 102(b) as being clearly anticipated by JP 04- 
212,214. 

JP 04-212,214 teaches a laser deposition process in which the deposition rate is set low 
during the initial stage and increased thereafter (abstract). The examples include a laser 
frequency of 1 Hz and a second laser frequency of 100Hz. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 3-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over JP 04- 
212,214. 

JP 04-212,214 fails to teach the claimed power, substrate temperature, gas pressure and 
atmosphere. 

It is the Examiner's position that these factors are "result effective variables" which are 
deemed as obvious modification of the prior art absent a showing of unexpected results regarding 
these factors. 

It is well settled that determination of optimum values of cause effective variables such as 
these process parameters is within the skill of one practicing in the art. In re Boesch, 205 USPQ 
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215 (CCPA 1980). It would have been obvious to one having ordinary skill in the art to have 
determined the optimum value of a cause effective variable through routine experimentation in 
the absence of a showing of criticality . In re Woodruff, 16 USPQ2d 1934, 1936 (Fed. Cir. 1990). 
It would have been obvious to one having ordinary skill in the art to have determined the 
optimum values of the relevant process parameters through routine experimentation in the 
absence of a showing of criticality. In re Aller, USPQ 233 (CCPA 1955). 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian K.. Talbot whose telephone number is (571) 272-1428. The 
examiner can normally be reached on Monday-Friday 8AM-4PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Timothy H. Meeks can be reached on (571) 272-1423. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Brian K Talbot/ 
Primary Examiner 
Art Unit 1792 



BKT 
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